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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )K Responsive to communication(s) filed on 21 June 2004 . 
2a)EX] This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-4 and 6-26 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) KI Claim(s) 11-4 and 6-26 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claims 1-4 and 6-26 are pending and under examination. 
Claim 5 is canceled by applicants. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-4, 8, 9, 12, 23 and 26 remain rejected under 35 U.S.C. 102(b) as being 
anticipated by Davis et al. {"Several biotic and abiotic elicitors act synergistically in the 
induction of phytoalexin accumulation in soybean". Plant Molecular Biology. 1986, 6: 23-32} as 
explained in the prior office action and repeated herein. 

Claims are directed to a method for eliciting a compound having therapeutic activity from 
a plant or plant part wherein the method comprises the step of contacting a living, intact plant or 
plant part with an effective amount of acetic acid in order to induce production of a compound 
having therapeutic activity and recovering or collecting the compound. Some claims are further 
drawn to the use of acetic acid concentration of about 0. 1 %. Some claims are further drawn to 
eliciting the therapeutic compounds having anti-microbial activity. Some claims are further 
drawn to the aqueous medium such as water or liquid medium. 

Davis et al. teaches that acetic acid or acetate alone is an elicitor. In particular, the 
references discloses a method for eliciting antimicrobial compounds phytoalexins from soybean 
plants wherein the method comprises the step of contacting living plants or soybean cotyledons 
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(embryonic first leaf upon germination) with an acetic acid buffer in amounts effective to induce 
production, to elicit and to recover the phytoalexins into the liquid aqueous medium comprising 
water. The effective amount as shown at the fig. 6 is about 0.1 %, for example: 0.08 % or 12 mM 
and more. Thus, the cited reference is considered to anticipate the claimed invention. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-4, 7-21, 23, 25 and 26 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Davis et al. taken with Stevens et al. and US 3,810,990 as explained in the 
prior office action and repeated herein. 

Claims 1-4, 8, 9, 12, 23 and 26 as explained above. Some claims are further drawn to 
eliciting and recovering therapeutic compounds from roots and/or from leaf cuticular waxes. 
Some claims are further drawn to the use of organic solvents including chloroform. Some claims 
are further drawn to assaying anti-microbial activity by determining microbial rates of growth 
and inhibition. Some claims are further drawn to the use of a large variety of plant species and to 
providing library of therapeutic compounds. 

The cited reference by Davis is relied upon as explained above. It clearly teaches the use 
of acetic acid as plant elicitor. 
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In particular, the disclosure by Davis is related to one therapeutic compound and one 
plant. The reference does not clearly disclose extraction of therapeutic compounds from roots or 
from the leaf cuticular waxes. 

However, the reference by Stevens teaches extraction of several therapeutically active 
flavonoid compounds including anti-microbial quercetin from various plant species wherein the 
cuticular material is wax and solvents comprise chloroform (abstract; table 1; page 805, col. 1, 
par. 3, lines 1-2). Thus, it is clearly teaches the concept of providing a chemical library of plant 
derived therapeutic compounds within the meaning of the claims. Further, the cited US 
3,810,990 is relied upon to demonstrate the anti-microbial activity of the flavonoid compounds 
including quercetin that is taught in the reference by Stevens et aL, for example. In addition, the 
cited US 3,810,990 is also relied upon for the disclosure with regard to assaying the 
therapeutically active compounds/agents including flavonoids for antimicrobial activity by 
determining microbial rates of growth or inhibition by measuring microbial turbidity and/or 
counting of microbial colonies in the media/solutions with therapeutically active compounds (see 
example 7). 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the claimed invention was made to extract therapeutically active compounds from various plant 
parts including the leaf cuticular materials with a reasonable expectation of success in obtaining 
the compounds of interest including anti-microbial compounds and in providing library of plant 
derived therapeutic compounds because the prior art clearly demonstrates that the plant cuticular 
materials including waxes are known sources of biologically active compounds including anti- 
microbial compounds (Stevens). One of skill in the art would have been motivated to recover 
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various plant derived therapeutically active compounds by treating plants with elicitors including 
acetic acid as sole or as additional elicitor for the expected benefits in eliciting and in recovering 
larger amounts of compounds of interest from the experimental plants (Davis et al.). The 
methods for assaying anti-microbial activity of various compounds or agents which are presently 
claimed are very well known techniques in the field of microbiology as adequately demonstrated 
by the cited prior art (US 3,810,990). Although the particular experimental plant model in the 
cited references by Davis and Stevens are seedling leaves and grown leaves, the other living 
plant parts including roots are reasonably expected to be suitable living plant models for 
manifestation of eliciting effects within the meaning of the claims. Therefore, the claimed 
invention as a whole was clearly prima facie obvious, especially in the absence of evidence to 
the contrary. 

With respect to claim 22 it is noted that although the instant claim does not appear to 
include soybean plant or Glycine max (particular plant species in the reference by Davis), the 
soybean plant treatment is encompassed by the instant invention (page 9, line 2; Fig. 1) and, thus, 
the use of the soybean plant is within the meaning of the extended plant listing of the claim 22 
(see also specification page 71, third line from the bottom). 

Therefore, the claimed subject matter fails to patentably distinguish over the state art as 
represented by the cited references. Thus, the claims are properly rejected under 35 USC 103. 

Claims 1-4 and 6-26 remain rejected under 35 U.S.C 103(a) as being unpatentable over 
Davis et al. taken with Stevens et al. and US 3,810,990 as applied to claims 1-4, 7-21, 23, 25 and 
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26 above, and further in view of US 4,871,574 as explained in the prior office action and 
repeated herein. 

Claims as explained above. Claims 6 and 24 are further drawn to the use of macerating 
step in the method for eliciting and recovering therapeutic compounds from plants. 

The references Davis et al. taken with Stevens et al. and US 3,810,990 are relied upon as 
explained above. The cited references are silent about the step of macerating in the method for 
eliciting therapeutically active compounds. 

US 4,871,574 (D) teaches the use of macerating step in the method for eliciting and 
recovering therapeutically active compounds from plant parts. In addition, it also teaches that 
acetic acid is used before or after or during macerating step (see Fig. 1). 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the claimed invention was made to use a macerating step in a method for eliciting therapeutically 
active compounds from plant parts as taught or suggested by US 4,871,574 (D) with a reasonable 
expectation in success because maceration of plant parts/materials is a known technique in the 
collection/recovery of therapeutically active and therapeutically valuable plant derived 
compounds. Thus, the claimed invention as a whole was clearly prima facie obvious, especially 
in the absence of evidence to the contrary. 

The claimed subject matter fails to patentably distinguish over the state art as represented 
be the cited references. Therefore, the claims are properly rejected under 35 USC 103. 
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Response to Arguments 
Applicant's arguments filed 6/21/2004 have been fully considered but they are not 
persuasive. 

A. With regard to the claim rejection under 35 U.S.C. 102(b) as being anticipated by 
Davis et al. Applicants argue that the cited reference by Davis et al is defective because it is not 
disclosing, expressly or inherently, each element of any one of the presently pending claims. In 
particular, Applicants argue that Davis et al. (1) does not disclose that sodium acetate is an 
elicitor of phytoalexins in soybean, (2) does not disclose the recovery of any elicited product, 
and (3) neither Davis nor the art discloses that sodium acetate and acetic acid can be 
quantitatively interconverted (see response pages 8-12 and page 12, par. 2). 

With respect to the applicants' argument (1) it is noted that the cited reference by Davis 
clearly recognizes the fact that the acetate buffer is an elicitor as encompassed by the claimed 
invention. Moreover, the reference by Davis demonstrates that acetate buffer has the elicitor 
activity when used alone or in the absence of other elicitor (table 1 and Fig. 6) and that the 
acetate buffer also acts as synergists when used with other elicitor (table 1 and Fig. 6). 
Applicants appear to argue that bicarbonate buffer is also used in some of the experiments as 
disclosed by Davis (response page 8). However, the Davis' reference also teaches the sole use of 
acetate buffer as an elicitor. Moreover, the instant claims are not limited to the exclusion of other 
elicitors and/or other reagents including buffers by the virtue of open phrase "comprising" in the 
method for eliciting compound(s) from plant(s). Furthermore, with regard to the argument drawn 
to the "elicitor of phytoalexins in soybean", it is noted that the claimed invention is not so 
limited. 
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The applicants' argument (2) that Davis does not disclose the recovery of any elicited 
product is not found convincing with respect to the differences as claimed and as disclosed by 
the cited art. The claimed invention does not indicate what is a recovery protocol and what 
compound is recovered after plant treatment with elicitor. Thus, the mere finding by Davis that 
larger amounts of phytoalexins are accumulated in the plant materials after elicitor treatment is a 
"recovery" of a "compound" within the meaning of the claims. Moreover, applicants admit that 
the reference addresses the production of phytoalexins in soybeans and discloses that the 
accumulation of these phytoalexins is measured spectrophotometrically by absorbance reading 
(see response page 11, par. 2). 

Applicants' argument (3) that neither Davis nor the art discloses that sodium acetate and 
acetic acid can be quantitatively interconverted has been fully considered. However, any 
quantitative evaluation cannot be applied to the differences as claimed and as disclosed by the art 
because the claimed invention does not indicate how much of 0.1% acetic acid is used, what are 
plant amounts that are treated with 0.1 % acetic acid and/or what is a system (for example: 
volume of plant treatment vessel, amount of plants, amount of water) wherein 0.1% of acetic 
acid is applied to the plant to produce the eliciting effects as intended. 

Applicants also argue that Davis fails to disclose the claimed limitation that is "intact 
plant" by teaching the elicitor application to the wounded surface of plants (response page 10, 
last par.) and to the soybean cotyledon. Yet, the claimed invention encompassed the use of "plant 
part" that is not the whole intact plant. The claimed "plant part" is used in alternative as 
encompassed by "or". The soybean cotyledons used in the reference by Davis are plant parts. 
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B. With regard to the secondary references applicants argue that they do not remedy 
the deficiencies of Davis' reference (response pages 12-14). This is not found persuasive because 
the cited reference by Davis clearly teaches the use of acetic acid buffer as plant elicitor and the 
secondary references are relied upon to demonstrate claim additional limitations and their 
obvious use in the art such as extraction of therapeutic compounds from roots or from the leaf 
cuticular waxes (the reference by Stevens et al.), macerating step in the method for eliciting 
therapeutically effective compounds {US 4,871,574} including application of acetic acid before, 
after or during maceration of plants for recovery of the therapeutically effective compounds. 

Therefore, applicant's arguments fail to comply with 37 CFR 1.1 1 1(b) because they 
amount to a general allegation that the claims define a patentable invention without specifically 
pointing out how the language of the claims patentably distinguishes them from the references. 

Applicant's arguments do not comply with 37 CFR 1.1 1 1(c) because they do not clearly 
point out the patentable novelty which he or she thinks the claims present in view of the state of 
the art disclosed by the references cited or the objections made. Further, they do not show how 
the amendments avoid such references or objections. 

No claims are allowed. 

Conclusion 

THIS ACTION IS MADE FINAL, Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 



Application/Control Number: 09/929,328 



Page 10 



Art Unit: 1651 

MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vera Afremova whose telephone number is (571) 272-0914. The 
examiner can normally be reached from Monday to Friday from 9.30 am to 6.00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Wityshyn can be reached at (571) 272-0926. 

The fax phone number for the TC 1600 where this application or proceeding is assigned 
is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0196. 
Vera Afremova \ 
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August 31, 2004 




VERA AFREMOVA 

PRIMARY EXAMINER 



